

REMARKS 



This amendment is in response to the Office Action dated October 29, 2003. Upon entry 
of this amendment, claims 1, 3, 5 - 13, 16 - 18, and 20 - 23 are pending in this application. 
Applicant amends claims 1, 7, and 23 to more particularly point out and distinctively claim the 
present invention. In particular, Applicant has added the limitation of the hinge associated with 
the paper form to create the puppet. Support for this amendment is found in the specification, 
and in originally presented claims 3 and 15. 

Finality o f the Rejection 

Applicant hereby requests reconsideration of the finality of the rejection of this office 
action. Applicant respectfully submits that the final rejection is premature and improper. 
Specifically, Applicant refers to MPEP §706.07(a) which states: 

A second or any subsequent action of the merits in any application or patent involved in 
reexamination proceedings should not be made final if it includes a rejection, on prior art not of 
record, of any claim amended to include limitations which should reasonably have been expected 
to be claimed. 

The McMenimen reference was not previously of record, and Applicant respectfully 
submits that the prior amendment to the claims to include the specific on-line training laboratory, 
a key feature of one embodiment of the invention, was reasonably expected. Accordingly, 
Applicant respectfully requests that the finality of the office action be reconsidered. 



Rejection Under 35 USC SI 03 

To expedite prosecution of the present application, Applicant presents the following 
arguments against Enchanted Learning and McMenimen et. al. These arguments, however, 
should not be deemed as an admission by Applicant that McMenimen or Enchanted Learning is a 
prior art reference against the present invention. Applicant reserves the right to remove the 
McMenimen and/or Enchanted Learning reference(s) as a prior art reference at a later date by 
way of Declaration under 37 CFR 1.131. 

The Examiner rejects claims 1, 3, 5, 7-8, 12-13, 15-18 and 20-23 under 35 USC §103 as 
unpatentable over Enchanted Learning, in view of McMenimen. Applicant respectfully traverses 
this rejection and submits the claimed invention is patentable over the cited references. 
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Applicant submits that Enchanted Learning is not a proper reference under 35 U.S.C. 
§ 103(a). Since the Enchanted Learning reference is a website and the date of publication for all 
pages is not clearly identifiable, it is uncertain whether, and to what extent, the website is an 
effective prior art reference. The website printout provided to Applicant appears to describe 
some events in March 2000, however most of the printout is dated November 21, 2002 in the 
bottom right-hand corner of the document. Further, many of the materials, such as the pages 
entitled Puppets and Marionettes and Paper Frog Puppet, are stamped with a copyright notice 
bearing "copyright ©2000-2002." Thus, it is not clear when this content was actually published. 
The Examiner's attention is respectfully drawn to MPEP §707.05(e) providing guidelines for 
citing electronic documents. Applicant respectfully requests that the Examiner provide a citation 
for Enchanted Learning in compliance with the guidelines listed in MPEP §707.05(e), including 
the date when the document was retrieved from the electronic media in square brackets following 
the date of publication. Accordingly, Applicant submits that the 35 U.S.C. § 103(a) rejection is 
improper and respectfully requests that it be withdrawn. 

To expedite prosecution of this application however, Applicant traverses the rejection of 
the Enchanted Learning website on its merits. When rejecting claims under 35 U.S.C. § 103, the 
Examiner bears the burden of establishing a prima facie case of obviousness. To establish a 
prima facie case, three basic criteria must be met: (1) the prior art must provide one of ordinary 
skill with a suggestion or motivation to modify or combine the teachings of the references relied 
upon by the Examiner to arrive at the claimed invention; (2) the prior art must provide one of 
ordinary skill with a reasonable expectation of success; and (3) the prior art, either alone or in 
combination, must teach or suggest each and every limitation of the rejected claims. The 
teaching or suggestion to make the claimed invention, as well as the reasonable expectation of 
success, must come from the prior art, not Applicant's disclosure. In re Vaeck, 20USPQ2d 1438 
(Fed. Cir. 1991); MPEP §2142. 

If the Enchanted Learning reference is treated as a proper reference, Applicant submits 
that Enchanted Learning and McMenimen, taken alone or in combination, fail to disclose or 
suggest all limitations of Applicant's independent claims. Applicant respectfully submits that 
the prima facie obviousness is not established and the claims of the present invention are 
patentable over the cited references. 

The Enchanted Learning website, as best understood by the screen shots provided by the 
Examiner, appears to show nothing more than encyclopedia type content along with various craft 
projects that users can download. In sum, Enchanted Learning does not provide a 
comprehensive system of communication as claimed by the present invention. The Examiner 
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states that Enchanted Learning discloses a hinge attached or integrated to the paper form. * 
Applicant does not see that Enchanted Learning teaches one or more images in a computer 
environment, the one or more images having a hinge area. At most the Enchanted Learning 
website appears to show crafts that may be constructed in a variety of ways. For example, the 
"Puppets and Marionettes" screen of the Enchanted Learning website shows puppets that can be 
made of Styrofoam trays and drinking straws, a ladybug puppet made of two paper plates, and a 
puppet made from a paper bag. Many of the examples given require paper connectors, string and 
other additional items to construct the craft. Only instructions regarding how to make such crafts 
are provided by Enchanted Learning. 

The Examiner does state that Enchanted Learning fails to disclose interacting with an on- 
line training laboratory on the puppet. The Examiner then points to McMenimen as teaching an 
interacting on-line training laboratory, and suggests that one would be motivated to combine the 
system of McMenimen and Enchanted Learning for the advantage of providing a puppetry based 
communication method that can offer better customer service/fulfillment by training the users on 
how to properly use the puppets downloaded from the system. Applicant disagrees. The present 
invention provides a communication platform, it does not simply show one how to properly use a 
puppet. The present invention uses paper in communication systematically to apply principles of 
brain science. The present invention, a systematic application of play, demonstrates that play 
energy can be harnessed via a system of communication employing paper and the symbolic 
character of puppet art. Play is increasingly recognized as a scientific "product," a definable, 
fully differentiated, separate state of mind. See attached references: Book Review in Science 
News, Einstein Never Used Flash Cards: How Our Children Really Learn and Why They Need 
to Play More and Memorize Less; and Poster presented at the PAS 2003 conference. The 
present invention does not merely teach one how to properly use the puppets. 

Applicant respectfully submits that McMenimen adds nothing more. McMenimen is 
directed to a system providing training in various occupational skills, McMenimen does not 
teach or suggest a communications platform which promotes play with a puppet. The system of 
McMenimen is configured to monitor and track a trainee's progress throughout training (col. 2, 
lines 40-43). The system of McMenimen is configured to provide logical training sequences 
with one or more queries for evaluating the trainee's comprehension of one occupational skill 
and in response to the trainee's answers to the one or more quires, and to modify the logical 
framing sequence until the trainee reaches a satisfactory level for the one occupational skill. 
McMenimen does not teach or suggest a puppetry based communication method. McMenimen 
does not teach or suggest providing one or more images in a computer environment which have a 
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hinge area adapted for hand manipulation. McMenimen does not teach or suggest affixing a 
hinge to paper forms to create a puppet. McMenimen does not teach or suggest developmental 
segments having multiple audio and video files containing content which facilitates learning and 
communication in connection with play with a puppet as recited in Applicant's claims. 

Applicant further submits that there is no motivation to combine the teaching of 
Enchanted Learning and McMenimen. McMenimen is directed to training users in a particular 
occupation. Multimedia scenarios are defined showing a plurality of scenes depicting a 
simulation of an occupational skill, and queries are made to evaluate the trainee's 
comprehension of the occupation skill. McMenimen does not contemplate a puppetry based 
communication system. Enchanted Earning does not contemplate a puppetry based 
communication system, but merely shows different types of puppets and crafts and how to 
construct them. After reading both references, one would not be motivated to combine the 
teachings of Enchanted Learning and McMenimen. Further, even if one were to attempt to 
combine the two references, one would not arrive at Applicant's claimed invention. 

Thus, each and every limitation of the claims are not taught or suggested by the cited 
references, and that the rejection fails with respect to all of the rejected claims for the reasons 
stated above. 

The Examiner next rejects claims 6 and 1 1 under 35 U.S.C. 103(a) as obvious in light of 
Enchanted Learning website, further in view of McMenimen, and further in view of Katz (US 
pat. no. 5,009,626). Applicant respectfully traverses this rejection and submits that the amended 
claims are patentable over the cited references. 

As discussed above the Enchanted learning website and McMenimen do not teach or 
suggest the present invention. Applicant respectfully submits that the Katz reference adds 
nothing more. Katz is directed to forming a three-dimensional lifelike representation of a head 
portion of a real life-like subject formed by imprinting the head portion on a flexible of sheet 
fabric material and applying to a computed selected substrate structure of configuration and size 
matched to me printed representation of the head of the subject. 

Katz does not teach or suggest a communications system as claimed in the present 
mvention. Katz appears to teach nothing more than computer manipulated paper dolls. 
Applicant sees no motivation to combine Katz with McMenimen for the same reasons as 
described above with respect to any combination of Enchanted Learning and McMenimen. Even 
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if one were to combine Katz, Enchanted Learning and McMenimen, one would not arrive at the 
communication system and method of the present invention as claimed. 

In summary, the puppetry-based communication system and method of the present 
invention employs a paper media, the images with a hinge adapted for hand manipulation to form 
puppets, as a physical 'transmitter." The present invention builds on scientific foundations of 
brain science, and by employing common artifacts and paper with the use of the hinge creates a 
symbolic, hand-driven language. The puppetry-based communication system and method of the 
present invention includes, but yet goes significantly beyond the use of standard components of a 
web site. It provides the basis for the user to leap from a passive craft, crayon coloring, or paper 
folding activity of the prior art, into a mode of communication capable of systemically 
activating classroom experience in three distinct areas usually resistant to change: behavior, 
communication, and content. Applicant respectfully submits that such a system and method is 
novel, non-obvicius and a significant advance in the field. 

Applicant respectfully submits that the present application is now in condition for 
allowance, and a Notice of Allowance is respectfully requested. If any matters can be handled 
by telephone, Applicant requests that the Examiner telephone Applicants' attorney at the number 
below. 

If necessary, the Commissioner is authorized to charge any additional fees or return any 
over payments to Deposit Account No. 50-2319 (Order No. A-69185/MSS (468984-1)). 

Respectfully submitted, 
By: 

R. Michael Ananian, Reg. No. 35,050 
/for/Maria S. Swiatek, 
DORSEY & WHITNEY LLP 



DORSEY & WHITNEY LLP 

Four Embarcadero Center, Suite 3400 

San Francisco, CA 94 1 1 1-4 1 87 

(650)494-8700 

(650)494-8771 
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Books 



A selection of new and notable 
books of scientific interest 

Einstein Never Used Flash 
Cards: How Our Children Really 
Learn And Why They Need to 
Play More and Memorize Less 

Kathy Hirsh-Pasek and Roberta Michnick 
Golinkoff, with Diane Eyer 

Numerous products target parents trying to, 
jumpstart their infants' intellectual 
development. Hirsh-Pasek and Golinkoff are 
two developmental child psychologists who 
argue that the sounds of Mozart and the 
effort of flash card drills are futile in 
developing creativity and critical thinking, 
the benchmarks of intelligence. They also 
deride the notion that faster, earlier learning 
is better. They encourage parents to allow 
children to learn problem-solving and 
creativity through play rather than through 
scheduled activities, organized classes, and 
other structured events, The authors cite a 
wealth of research indicating that children 
who learn through play also develop social 
and emotional skills that serve them 
throughout life. The book provides data that 
contradict the belief that memorization 
fosters long-term retention or higher IQs. 
The authors bridge the gap between 
scientific research and parenting skills to 
explain how children learn and what parents 
can do to encourage them. The book 
describes how everyday games and other 
activities can foster learning. For instance, 
there's math in sharing French fries or 
cutting a cake. Shapes are everywhere, and 
therefore so is geometry. The authors 
assert that this type of awareness will help 
parents [and teachers] cultivate smart, well- 
rounded, and less anxious children. 
Rodale 2003, 302 p. hardcover, $22.95 



The common perception of play as the 
sole domain of early childhood education 
is changing. As the review of this book in 
Science News shows, play is fast 
becoming a subject of research for brain 
science. Puppetools is advancing play 
research with its special focus on 
communication— not just with younger 
children but throughout the spectrum of 
education, including middle, high school, 
and college level language instruction. 
We have conducted ground-breaking 
work in brain imaging Eventually, we 
hope to show clear, scientific reasons 
behind the so-called magic and power of 
puppet play and to showcase its power in 
the hands of pioneering teachers across 
the globe. 

JP 
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